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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . This communication is responsive to the amendment of 7/1 1/08 . 

2. The allowed claim(s) is/are 1,5-7,9-12,27-30,39 and 48 . 

3. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) □ All b)DSome* c) □ None of the: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1. 84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 
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Claims 2-4, 8, 13, 14, 18-20, 25, and 26 have been 
canceled. Claims 1, 5-7, 9-12, 15-17, 21-24, and 27-48 and are 
still at issue and are present for examination. 

Claims 15-17, 21-24, 29, 31-38, and 40-46 stood previously 
withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention or species, 
there being no allowable generic or linking claim. 

However, Claim 1 is now allowable. The restriction 
reguirement with regard to the species of glycosyltransf erases 
and some of the species of oligosaccharide (i.e., those which 
comprise lactose) , as set forth in the Office action mailed on 
10/1/04, has been reconsidered in view of the allowability of 
claims to the elected invention pursuant to MPEP § 821.04(a). 
The restriction requirement is hereby withdrawn as to any claim 
that requires all the limitations of an allowable claim. Claim 
29, directed to methods of producing |5-D-GlcNac- [l-»3] -p-D-Gal- 
[ l->4 ] -D-Glc using the enzyme (3-1 , 3-N-acetyl-galactosaminyl- 
transferase is no longer withdrawn from consideration because 
the claim (s) reguires all the limitations of an allowable claim. 
However, claims 15-17, 21-24, 1-38, and 40-46, directed to use 
of precursors withdrawn from consideration will not be rejoined 
because they do not reguire all the limitations of an allowable 
claim. Allowed claim 1 is restricted to the elected species of 



Application/Control Number: 10/019,954 Page 3 

Art Unit: 1652 

exogenous precursor being lactose and no claims generic with 
respect to the exogenous precursor are allowed. 

In view of the above noted withdrawal of the restriction 
requirement, applicant is advised that if any claim presented in 
a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in 
the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. 

Once a restriction requirement is withdrawn, the provisions 
of 35 U.S.C. 121 are no longer applicable. See In re Ziegler, 
443 F.2d 1211, 1215, 170 USPQ 129, 131-32 (CCPA 1971). See also 
MPEP § 804.01. 

An examiner's amendment to the record appears below. Should 
the changes and/or additions be unacceptable to applicant, an 
amendment may be filed as provided by 37 CFR 1.312. To ensure 
consideration of such an amendment, it MUST be submitted no 
later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a 
telephone interview with Rouget Henschel on 10/2/08. 

EXAMINER'S AMENDMENT 
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In order to place the case in compliance with 37 CFR 
1.52(b) (4), replace the abstract with the abstract provided on a 
separate sheet attached hereto. 

In Claim 7, lines 2-8 and Claim 48, lines 11-17 replace 
--(3-1, 3-N-acetyl-glucosaminyl-transf erase, (3-1, 3-galactosyl- 
transferase, (3-1 , 3-N-acetyl-galactosaminyl-transf erase, (3-1,3- 
glucuronosyl-transf erase, (3-1, 3-N-acetyl-galactosaminyl- 
transferase, (3-1 , 4-N-acetyl-galactosaminyl-transf erase, (3-1,4- 
galactosyl-transf erase, a-1 , 3-galactosyl-transf erase, a-1, 4- 
galactosyl-transf erase, a-2 , 3-sialyl-transf erase, a-2 , 6-sialyl- 
transferase, a-2 , 8-sialyl-transf erase, a-1, 2-fucosyl- 
transferase, a-1, 3-fucosyl-transf erase and a-1, 4-fucosyl- 
transf erase . -- with --(3-1 , 3-N-acetyl-glucosaminyl-transf erase, 
(3-1, 4-galactosyl-transf erase, a-1 , 3-galactosyl-transf erase, a- 
1, 4-galactosyl-transf erase, a-2 , 3-sialyl-transf erase and a-1, 3- 
fucosyl- transferase 

In Claim 29, line 3, insert --further comprising the 
addition of an inducer to said culture medium to induce the 
expression in said cell of said enzyme and/or of a protein 
involved in said transport,-- before --wherein:--. 

In Claim 30, replace --transport-wherein:-- with 
--transport, wherein:--. 

Cancel Claims 15-17, 21-24, 31-38, and 40-47. 
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The following is an examiner's statement of reasons for 
allowance : 

Applicants have submitted evidence that the publication 
date of the Bettler et al . is actually September 24, 1999 and 
have a submitted a translation of their foreign priority 
document which provides support for all of the instantly allowed 
claims. As such Bettler et al. is not prior art to these 
claims. Absent the teachings of Bettler et al . regarding the 
advantages of producing oligosaccharides in vivo within an 
actively growing cell, the previous rejection of the claims is 
withdrawn as the prior art taught production of oligosaccharides 
either in vitro using added purified enzyme and substrates, or 
using cells secreting the enzyme (see for example Herrmann et 
al.) or using permeabilized cells (Kozumi et al . ) or cell 
lysates (see for example Prieto et al . ) . 

Any comments considered necessary by applicant must be 
submitted no later than the payment of the issue fee and, to 
avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
E. Prouty whose telephone number is 571-272-0937. The examiner 
can normally be reached on Tuesday-Friday from 8 AM to 5 PM. 
The examiner can also be reached on alternate Mondays 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Nashaat Nashed, can be 
reached at (571) 272-0934. The fax phone number for this Group 
is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



/Rebecca Prouty/ 
Primary Examiner 
Art Unit 1652 



Application/Control Number: 10/019,954 Page 7 

Art Unit: 1652 

Abstract 

The invention concerns the production by microbiological 
process of oligopolysaccharides of biological interest. More 
particularly, the invention concerns a method for synthesizing 
in vivo oligopolysaccharides by internalization of an exogenous 
precursor in growing bacterial cells expressing adequate 
modifying and glycosylating genes. 



